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REASONS FOR PRE-APPEAL REVIEW 
Applicant respectfully requests reconsideration of this application in view of the 

following remarks. This response is believed to fully address all issues raised in the 

outstanding Office Action mailed September 22, 2005. Ftarthermore, no new matter is 

believed to have been introduced hereby. 

All claims remain imchanged. Accordingly, claims 1-8, 11-14, . 16, and 18-21 remain 

pending. 

Outstanding Rejections 

Claims 1-3. 8, 11-13, 16, and 18-21 stand rejected under 35 U.S.C. §103(a) over U.S. 
Patent No. 5,464,200 to Nakazato et al. (hereinafter 'the '200 patent") in view of U.S. Patent 
No. 5,104,117 to McCormick et al. (hereinafter '*the '117 patent"). Claims 4, 5-7, and 14 
stand rejected under 35 U.S.C. § 103(a) over the *200 patent in view of the M17 patent, and 
respectively further in view of U.S. Patent Nos. 5,098,074; 5,920,758; and 6,428,000. Each of 
these rejections is fully addressed below. 

General Response to Improper Outstanding Obviousness Rejections 

The OfTice appears to repeatedly rely on cursory statements to support its rejections 

under 35 U.S.C. §103. See, e.g.. Office Actions mailed on April 2L 2005, and September 22, 
2005. It is respectfully submitted that the Office has failed to comply with M.P.E.P §2143 
which sets forth three basic criteria for a prima facie case of obviousness. More particularly, 
the outstanding Office Action at least fails to meet the third criterion with respect to rejecting 
claims 1-8, 11-14, 16, and 18-21. For example, the Office Action fails to meet the 
requirement that "the prior art reference (or references when combined) must teach or suggest 
all the claim limitations '^ by pointing to sections within the cited references that clearly do not 
teach the claim limitations. See, M.P.E.P, §2143. 
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Also, Applicant has repeatedly traversed such rejection as indicated by the record 
(see, e.g.. Responses filed October 20, 2004, and March 7, 2005), but the Examiner has failed 
to provide a reference in support of the assertions recited in the Office Actions, or to 
otherwise withdraw the rejection. See, e.g., M.P.KP. §2144,05. 

Claims 1-8 and 18-19 

At least for the following reasons, it is respectfully submitted that the cited art, alone 
or in combination, fail to teach or suggest the claimed combination of features such as set 
forth in independent claim 1 . According, claim 1 is in condition for allowance. 

Correction to tlie Record with Reference to ^JD Number" 

Since the Office's incorrect reading of portions of the '200 patent ^ears to cany 
over to improper rejection of the pending claims. Applicant would again like to point out that 
the cited section of the '200 patent in no way suggests that the '200 patent is capable of 
depositing the printed output in a selected bin such as set forth in the pending claim 1. 

More specifically, as readily established by the record in the previously mailed office 
actions, the Office incorrectly relied on column 6, lines 30-52, of the '200 patent to support 
that the *200 patent "describes a user entering a phnt command and an ID number which the 
system then uses to identify a particular bin corresponding to that ID number and deposit the 
printed output in that bin .'' See, e.g., the Office Action mailed April 21, 2005, paragraph 6, on 
page 6. 

To add to this confusion, the most recent OfFice Action mailed September 22, 2005, 
claims that "Applicant argues that the id number is used for identifying the bin see, e.g., 
the Office Action mailed September 22, 2005, paragraph 6 on page 6. 

To set the record correctly. Applicant was merely pointing out the shortcomings of 
the reasoning provided by the Office Actions; namely, relying on an incorrect reading of a 
section of the *200 patent. Applicant assumes that the incorrect reading of the *200 patent is 
now fully addressed. 
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For the Office's ease of reference (as detailed in the response filed on March 7, 
2005), the previous language suggests that the *200 patent is capable of depositing the printed 
output in a selected bin based on an ID. For the Office's ease of reference, column 6, lines 30- 

52, of the '200 patent are reproduced below: 

The network control vinit 44 controls the network 42 at all times and has a network 
monitoring function and a function of sending messages to the terminal units 40. A particular 
ED number is assigned to each terminal unit 40. When a user enters a print command meant 
for the printer 1 1 on the terminal unit 40, an ID number is entered together with print or image 
information. When printings should be distributed to a particular user, a destination ID 
number is entered together with print information. The sheets or printings coming out of the 
printer 1 1 are transported to the sheet storing device 1 1 in the previously stated manner. If any 
one of the bins 16 is empty, the sheets are distributed to and stored in the empty bin 16. At this 
instant, the number assigned to the empty bin and the entered ID number are stored in 
combination. When another print command is entered afterwards, the resulting sheets are 
delivered to another empty bin in the same manner as the previous sheets. Subsequently, the 
users entered print commands or to whom the sheets stacks are addressed each enters an ID 
number on the device 10 by, for example, passing an ID card through a card reader. Then, the 
device 1 0 identifies a bin corresponding to the ID number and opens the lower gate 23 of 
that bin . 

The '200 patent column 6, lines 30-52, Emphasis Added, 

Accordingly, the cited section in no way suggests that the '200 pat^t is capable of 
depositing the printed output in a selected bin (e.g., the bin corresponding to the ID), as 
claimed by the previous Office Actions. As stated in previous responses, the *200 patent 
deposits the outputs to empty trays. See, e.g., the '200 patent at column 5, lines S0^66. Thus, 
the ID of the '200 patent is not utilized for a selection and deposition of the print output in 
bins at all. Rather, the ID is used to open a gate such that the user can access a single fence 
(32) receiviing the output of the given. See, e.g.. Fig. 2 of the '200 patent 



Claim 1 

For ease of Office, claim 1 is reproduced below with emphasis added: 
1 . A printing system comprising: 

a plurality of output sur&ces, wherein each of said plurality is attached to a 
mounting surface running substantially perpendicular to a height of said printing system and is 
ofiEset horizontally &om one another; and 
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wherein each of said plurality is shaped to provide individual user access to 
printed output and wherein said printed output is deposited to a specific one of said oluralitv 
of output surfaces responsive to a selection, wherein said selection is one of a user-selection or 
a selection corresponding to a function of said printing device communicating said printed 
output . 

The Office appears to incorrectly read at least two portions of claim 1. First, ''printed 
output is deposited to a specific one of said plurality of output surfaces responsive to a 
selection." The "selection" is further defined as being one of a "user-selection " or a 
'' selection corresponding to a function of said printing device." As discussed above in 
detail, the '200 patent fails to indicate either one of these definitions of a selection. The "user- 
selection" is clearly missing as detailed above and the *^200 patent also fails to even suggest a 
selection based on a "function" of the printing device. 

Moreover, the Office Action correctly points out that the '200 patent "does not 
explicitly teach individual user access to a specific tray holding printed output" on page 2 of 
the outstanding Office Action. Accordingly, there i3 no disagreement between the Office and 
Applicant that users of the '200 patent will not have individual user access to the bins of the 
'200 patent, and the ID of the '200 patent does not change this fact as detailed above. 

Additionally, the Office Action on p^e 2 again relies on the '117 patent to teach a 
plurality of output trays in which sheets are directed and deposited in specifically identified 
receiving trays . The *117 patent, however, fails to teach or suggest the claimed recitation that 
the ''selection is one of a user-selection or a selection corresponding to a function of said 
printing device commimicating said printed output." 

For the Officers ease of reference (as detailed in the response filed on March 7, 

2005), the cited portion of the *1 17 patent, i.e., column 5, lines 22-28, is reproduced below: 

The tray assembly may function as a "mailbox system", allowing designated sheets to 
be directed and deposited in specifically identified receiving travs. whereupon they may be 
removed by the recipient. Individual, lockable doors may be used to restrict unauthorized 
removal or inspection of the contents of designated receiving trays. 
The '1 17 patent, column 5, lines 22-28, Emphasis Added 
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As can be readily seen, this portion of the *1 17 patent fails to teach or suggest that the 
**selection is one of a user-selection or a selection corresponding to a function of said printing 
device conmitinicating said printed output." Upon reviewing the *117 patent, the undersigned 
was unable to find any support for teachiiig or suggesting the above recitation of claim 1. 
Accordingly, it is respectfully submitted that claim 1 is in condition for allowance. 

Claims 2-8 and 18-19 

Claims 2-8 and 18-19 depend from claim 1 and should be allowable for at least 
similar reasons, as well as additional or alternative elements that are recited therein but not 
shown in the cited prior art. 

Claims Il-14, 16, and 20-21 

At least for the following reasons, it is respectfully submitted that the cited art, alone 
or in combination, fail to teach or suggest the claimed combination of features such as set 
forth in independent claim 1 1 . According, claim 1 1 is in condition for allowance. 

More particularly, claim 1 1 in part recites that the '*printed output is deposited to a 
specific one of said plurality of output trays responsive to a selection to provide individual 
user access to said specific one of said pluraUty of output travs . wherein said selection is one 
of a user-selection or a selection corresponding to a function of said printing device 
communicating said printed output ." As discussed with reference to claim I, the cited 
references, alone or in combination, fail to teach or suggest the claimed combination of 
features such as set forth in the amended claim 11. According, claim 11 is in condition for 
allowance. 

Claims 12- 14, 16. and 20-21 depend from claim 11 and should be allowable for at 
least similar reasons, as well as additional or altemative elements that are recited therein but 
not shown in the cited prior art. 
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